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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1 , 2, 4 and 6 - 19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Arai, US 2004/0075093. 

Regarding claim 1 , Arai teaches an organic electronic component with a 
patterned upper functional layer 106 having a thickness of at most about 100 nm 
(paragraphs 41 and 47) deposited on one of a lower layer 102 and a substrate layer 
101, the component being formed by patterning the upper functional layer 106 by 
treatment of the one layer in which a first partial region of the one layer is wetted by the 
upper functional layer when applied to the one layer and a second partial region of the 
one layer is not wetted by the deposited upper layer and therefore is free of the 
functional layer to thereby pattern the upper functional layer 106 (Fig. 1) on the lower 
layer with reference to Figs. 1 and 2 especially Fig. 2E in paragraphs 38 - 52. This is a 
product by process claim. 

Note that a "product by process" claim is directed to the product per se, no matter how 
actually made. In re Hirao, 190 USPQ 15 at 17 (footnote 3). See also In re Brown, 173 
USPQ 685; In re Luck, 177 USPQ 523; In re Fessmann, 180 USPQ 324; In re Avery, 
186 USPQ 161 ; /n re Wertheim, 191 USPQ 90 (209 USPQ 554 does not deal with this 
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issue); In re Marosi et al, 218 USPQ 289; and particularly In re Thorpe, 227 USPQ 964, 
all of which make it clear that it is the patentability of the final product per se which must 
be determined in a "product by process" claim, and not the patentability of the process, 
and that an old or obvious product produced by a new method is not patentable as a 
product, whether claimed in "product by process" claims or not. Note that applicant has 
the burden of proof in such cases, as the above case laws make clear. 

Regarding claim 2, Arai teaches the patterned functional layer 106 is a 
semiconducting functional layer in paragraph 45. 

Regarding claim 6, Arai teaches an organic electronic component comprising: 

• a substrate 101; 

• one of a lower functional layer 1 02 and a lower substrate layer 1 01 having a 
predetermined area; and 

• a patterned functional upper layer 106 on the one lower layer having a thickness 

at most of about 100 nm, the one lower layer including an arrangement 105 to 

prevent wetting by the upper layer in the predetermined area as the patterned 

functional upper layer is applied to the one lower layer including the 

predetermined area so that the upper layer only partially wets the lower layer to 

form a lower layer region free of the upper layer in the predetermined area with 

reference to Fig. 1 as was discussed earlier in rejecting claim 1 . The surface 

properties of the resist mask and the insulating gate electric surface (Figs. 2B 

and 2C) will be inherently different to provide different wetting characteristics for 

the liquid semiconductor film. This is a product by process claim. 

Note that a "product by process" claim is directed to the product per se, no matter how 
actually made. In re Hirao, 190 USPQ 15 at 17 (footnote 3). See also In re Brown, 173 
USPQ 685; In re Luck, 177 USPQ 523; In re Fessmann, 180 USPQ 324; In re Avery, 
186 USPQ 161 ; /n re Wertheim, 191 USPQ 90 (209 USPQ 554 does not deal with this 
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issue); In re Marosi et al, 218 USPQ 289; and particularly In re Thorpe, 227 USPQ 964, 
all of which make it clear that it is the patentability of the final product per se which must 
be determined in a "product by process" claim, and not the patentability of the process, 
and that an old or obvious product produced by a new method is not patentable as a 
product, whether claimed in "product by process" claims or not. Note that applicant has 
the burden of proof in such cases, as the above case laws make clear. 



Regarding claim 7, Arai teaches an organic electronic component comprising: 

• one of a lower functional layer and a lower substrate layer having a given area; 
and 

• a patterned functional upper layer on the one lower layer having a thickness at 

most of about 100 nm, the one lower layer being formed by an arrangement to 

prevent wetting by the upper layer of at least a portion of the given area so that 

the upper layer only partially wets the lower layer to form the pattern with 

reference to Fig. 1 as was described earlier in rejecting claims 1 and 6. This is a 

product by process claim. 

Note that a "product by process" claim is directed to the product per se, no matter how 
actually made, In re Hirao, 190 USPQ 15 at 17 (footnote 3). See also In re Brown, 173 
USPQ 685; In re Luck, 177 USPQ 523; In re Fessmann, 180 USPQ 324; In re Avery, 
186 USPQ 161 ; /n re Wertheim, 191 USPQ 90 (209 USPQ 554 does not deal with this 
issue); In re Marosi et al, 218 USPQ 289; and particularly In re Thorpe, 227 USPQ 964, 
all of which make it clear that it is the patentability of the final product per se which must 
be determined in a "product by process" claim, and not the patentability of the process, 
and that an old or obvious product produced by a new method is not patentable as a 
product, whether claimed in "product by process" claims or not. Note that applicant has 
the burden of proof in such cases, as the above case laws make clear. 



Regarding claims 8 and 9, Arai teaches the one lower layer includes an 
arrangement to prevent the wetting by the upper layer due to the different surface 
properties of the two materials as were explained earlier in rejecting claim 6. 
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Regarding claim 10, Aral teaches an organic electronic component comprising: 
forming one of a lower functional layer and a lower substrate layer ; applying an 
upper functional layer to the one lower layer; and preventing the applied upper 
functional layer from wetting the one lower layer in at least a portion of the one lower 
layer to form the applied upper layer into a pattern on the one lower layer with reference 
to Fig. 1 as was explained earlier in rejecting claims 1, 6 and 7. This is a procudt by 
process claim. 

Note that a "product by process" claim is directed to the product per se, no matter how 
actually made, In re Hirao, 190 USPQ 15 at 17 (footnote 3). See also In re Brown, 173 
USPQ 685; In re Luck, Ml USPQ 523; In re Fessmann, 180 USPQ 324; In re Avery, 
186 USPQ 161 ; /n re Wertheim. 191 USPQ 90 (209 USPQ 554 does not deal with this 
issue); In re Marosi et al, 218 USPQ 289; and particularly In re Thorpe, 227 USPQ 964, 
all of which make it clear that it is the patentability of the final product per se which must 
be determined in a "product by process" claim, and not the patentability of the process, 
and that an old or obvious product produced by a new method is not patentable as a 
product, whether claimed in "product by process" claims or not. Note that applicant has 
the burden of proof in such cases, as the above case laws make clear. 



Regarding claim 4, Aral teaches the applied upper layer comprises a patterned 
semiconducting functional layer 106 with reference to Fig. 1. 

Regarding claims 1 1 and 12, Aral teaches forming/printing a resist layer (printing 
a treatment) on the portion of the lower layer with reference to Fig. 2B. These are 
products by process claims and therefore the processing limitations are not given any 
patentable weight. 

Regarding claim 13, Aral teaches a circuit formed of organic functional layers 
comprising: 



a substrate 301 ; 
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and a plurality of adjacent organic electronic components on the substrate, each 
component comprising one or more conductive functional layer electrodes 302 and a 
patterned semiconducting layer 305 on the one or more electrodes; 

the patterned semiconducting functional layer having a thickness no greater than 
about 100 nm, the patterned semiconducting functional layer having an electrical 
interruption between next adjacent components with reference to Figs. 1 and 4A - 4D in 
paragraphs 38 - 52 and in paragraphs 53 - 59. 

Regarding claim 14, Aral teaches the electrical interruption comprises a 
semiconducting free area 304 on the substrate with reference to Fig. 4A. 

Regarding claim 15, Aral teaches at least one of the components is a transistor 
with reference to Figs. 1 and 4A. 

Regarding claims 16-19, Aral teaches the limitations of these claims as have 
been described earlier in rejecting claims 7-12. 

Conclusion 

3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Asok K. Sarkar whose telephone number is 571 272 
1970. The examiner can normally be reached on Monday - Friday (8 AM- 5 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William B. Baumeister can be reached on 571 272 1722. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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4. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Asok K. Sarkar/ 

Primary Examiner, Art Unit 2891 

January 31, 2008 



